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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

l. A request for continued examination under 37 CFR 1.114, including the fee set forth ir 
37 CFR 1.17(e), was filed in this application after allowance or after an Office action under Ex 
Parte Quayk, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has 
been timely paid, prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's IDS submission filed on September 28, 2004 has been entered. Claims 10, 11,13, 
16-19, 33, 36, 52, 59-63 and 66 are pending. 

Claim /{ejections - 36 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

this subsect.cn of an application filed in the UriSte^Sfif ^ ^J*™ **f*** for purposes of 
UnitedStatesandw^ 

3. Claims 10, 11, 13, 16-19, 33, 36, 52 and 59-63 are rejected under 35 U.S.C. 102(e) as 

being anticipated by US patent publication 2003/0036096 to Ravkin et al. 

Ravkin et al teach a chemical library compositions and methods for detection and 

quantification of target analytes. Each chemical library composition is carried on a carrier 

support, wherein the composition is coded at different locations on the support. The method 

comprises contacting the sample having target molecules with a chemical library composition. 



\ 

A. 
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The chemical library composition is disposed on a carrier as a detectable code combination. 
Each carrier has a code combination defined detectable indicia at a particular position on the 
carrier ft 29). Since each carrier has a number of code positions that are "specified" positions, 
the positions are position addressable". The reference teaches that as many as M» (M>2 and 
N>2) number of different code combinations maybe possible. The detectable indicia are 
equivalent to Applicants' extraction probes. With respect to claim 10, Ravkin et al teach that 
the carriers may be organized in a capillary tube (f 108). After the sample is contacted with 
the carrier having the detectable code combinations, the carriers are "scanned" for decoding and 
identifying the specific compound carried on the carrier. The reference teaches that the carriers 
have at least N>l specified code positions and M>1 detectable indicia at each code position and 
a different chemical compound carried on each different coded carrier (f 38). Thus, each 
indicium may be differentiated by its code position or is chemical composition. With respect to 
claims 17-19, Ravkin et al teach examining and scanning the carriers for the presence of bound 
analytes by light microscopy, wherein the target is detectable in its native form or by a 
fluorescent label 47-48). Ravkin et al teach that the detectable indicia may be 
oligonucleotides, peptides, nucleic acids or receptors (f 38). With respect to claims 33 and 52, 
Ravkin et al teach that the carrier may be in the form of layers, wherein each layer has 
individually identifiable indicia (f 66, 86). Regarding claims 59-63, Ravkin et al teach that 
the carrier may be made of fibers in the range of 3 urn to 100 urn (f 56). 

. Therefore, for the reasons set forth above, Applicants' invention is deemed to be 
anticipated by Ravkin et al. 
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Double Patenting 

4 7^ n0 " S , tatUt ^ double Patenting rejection is based on a judicially created doctrine 
grounded in pubhc pohcy a policy reflected in the statute) so as to prevent the uniustifie Tor 
improper -tune™ extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USP02d 2010 
(Fed Or. 1993); /„ reLonp, 759 F.2d 887, 225 USPCj 645 (Fed. Cir. 1985)- In re FanOrnuT 

1970);and, In re Thorington, 418 F.2d 528, 1 63 USPQ 644 (CCPA 1969) 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with tZ 
application. See 37 CFR 1.130(b). y 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 

S^b) te imer signed by the assignee ™ st m y With 37 

5., Claims 16-19, 33 and 36 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 10 and 14-16 of U.S. 
Patent No. 09/920,440. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the instant method claims use "combinatorially- 
derived" encoded extraction phases, whereas the claims of the '440 application recite "different- 
encoded extraction phases. The claims are not patentably distinct because the instant claims 
(reciting "combinatorially-derived" encoded extraction phases) are merely broader than the 
claims of the '063 application (reciting "different" encoded extraction phases). Thus, the instant 
claims are anticipated by the claims of the '440 application. See In re Goodman 1 1 F .3d 1046, 
29 USP£j2d 2010 (Fed. Cir. 1993). 



Allowable Subject Matter 

5, Claim 66 is allowed. The prior art of record fails to teach or fairly suggest a method for 
extracting analytes using an extraction probe comprising a freestanding particle having a 
varying composition along its length. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LaToya I. Cross whose telephone number is 571-272-1256. 
The examiner can normally be reached on Monday-Friday 8:30 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on 571-272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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